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n, Remarki 

Reconsidetation and allowance of the present application are respectfully 

requested. 

Qaims 1-22 cuircnUy stand in &e present application. Claim i is independent. 

Applicant has amended Claim I to provide clear antecedent basis for the teem 
'^inifoim pressure". Accordingly^ Applicant submits that the amendments submitted herein do 
not add new subject matter to ^ present ^Hcation, 

In Paragraphs 1-2 of the ontstandli^g OfBdal Action^ the Examiner rejected 
Claims 1-22 under 35 U.S.C. §1 12 (first paragraph). The Examiner was particularly concerned 
with the expression "moving a periphery of said stack in a direction toward a center Ibereof 
while maintaining a thickness of the stack that is substantially equal to the uniform gap"* 

This rejection is traversed. Reconsideration Is requested in Ujiht of the following 

remarks. 

The essence of the Examiner's position qipears to be that the language noted 
above is considered new matter since there is *^ mention of the movement of the periphery of 
the edge of the assembly toward the centre of the assembly" and that 'the dmwings ore merely 
schematic and one cannot derive exact relationships fiom same without having expressly stated 
the drawings were to scale and that their intent was to provide exact measures of what was 
transpiring**. Applicant disagrees with this position. 
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More specifically. Applicant submits it is not necessary to provide the "mention*' 
referred to by the Examiner when the claimed feature is clearly dqncted in the drawings* In this 
regaxxl, it is noted that, to substantiate prior art rgecticns later in the outstanding OfSdal Action^ 
the Examiner states that (he failure by a prior art r^ence to show a restraining means is not 
important since a person of ordinary stall in the art would readily recognize that the metal 
laminate has moved toward the centre as such is ^Hntrinsic in the operation^. 

Applicant sufamiis the Examincsr cannot have it both ways. The moving step 
lefened to m Claim 1 is deaiiv depicted in the transition from Figures 2 through 4 of &e present 
application. Note that gap 38 in Figure 3 is uniform and the thickness of the corziposite material 
(and each element tticreof) is uniform throu^ Figures 2 throuj^ 4, It is clearly shown and 
would be clearly understood by a person of ordinary skill in the art that the periphery of the stack 
shewn in Figure 2 has been moved inwardly duiii^ ihe transition to Figu^ 

The Examiner is req\i^ted to reconsider and withdraw the rejections raised in 
Paragraphs 1-4 of the outstanding Official Action. 

In ParagF^bs 4-5 and 8 of the outstanding Official Action, the Examiner raises 
prior art rgections under 35 U.S.C. § 103(a). 

First, the Examiner rejects Claims 1-22 under 35 U.S.C. §103(a) as being 
purportedly unpatentable over '^ther'' of United States patent 5,985,457 [Clifford] or 
International Publication Number WO 00/48831 [Dion] "and any of ' Japanese patent 1 1 -151530, 
Japanese patent 11-347642 or United States patent 6,032.504 [Gnat et al« (Dnat)] ""optionally 
further taken with" dther one of Japanese patent 58-252216 or United States patent 5»l 52,047 
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[Kojimia et al. (Kojimia)]. This rejection is travomd. Reconsidemtion is requested in light of 
the following remarks. 

Initially, Applicant wishes to stale that the rejection raised by the Bxatninct in 
Paragr^h 4 of the outstanding Official Action is not clearly stated. Specifically, it is not clear 
how the Esiammer can reject Claims 1-22 over Clifford Dion ^'and any one of the two 
Japanese references or Onat "optionally further taken with" the third Jc^anese reference or 
Kojima. The Examiner is requested to dearly state the rejection so that Applicant can make a 
complete reply. Notwithstanding fhis» Applicant will reply to the lejcction as best as it can be 
understood. 

With regard to CUfibrd and Dion, Applicant offers the following remarks. 

Applicant has stated previously ifbat Dion is not a refcrtnce cilable under 35 
U.S.C. § 103(a). The Examiner has not answered this argument about Dion. 

Notwitotanding this. Applicant submits that ndtber Clifford nor Dion are 
relevant to the sutgect matter of the prooeas defined by Claim 1 of the present application* 

With reference to Clifford and Dion, the only justification provided by the 
Examiner for the rgection is that ''both references did elude [sic] to the use of the assemblies as 
vehicle body parts". The Examiner transitions from diis vogue reference to vehicle body parts (a 
product) to the position that it would have been obvious to arrive at a process to foxm such 
vehicle body parts using the teachings of the two Japanese patent references or Onat. Applicant 
submits that the Examiner has dearly foiled to establish a prima fitde case of obviousness* 

9 
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It is well established that» in order to sustain a rejection under 35 U.S.C. §103, it 
is the burden of ±e USPTO to establish a prima facie case of obviousness^ l{ \ to Reuter> 651 F.2d 
751f 210 U.S^.Q. 249 (CCPA 1981). In asserting such a case of obviousness, the Examiner 
must propose some modification of a particular reference or a combination dieneof with another 
reference in order to anive at the claimed invention* In this reg$rd> the teachings of a single 
prior art refereace or a primary prior art reference (which is combined with one or more 
secondary prior ait references) must be sufGdeit to justify a condusion that any proposed 
modification or combination of references is what one of ordinary sldll in the art would have 
found obvious to do at tiie time the invention was made^ Tn re Lintar. 458 F^d 1013, 173 
U.S.P.Q. 560, 562 (CCPA 1972). Moreover, the Courts have held that there must be some 
logical reason apparent from the evidence of record that would Justify a modificatioa or 
combination of prior art refermces, In re Regeh 188 U.S.P.Q. 132 (CPPA 1975). If Qiere is no 
such reason^ ttie prima facie case of obviousness has not ben made out, ORcar Mavar Foods 
Corp. v> Sam Lae Corp.. 15 U.S.P*Q. (2d) 1204, (D.C. Wis., 1990)* 

Hindsi^t combination of references is not a valid basis for rejection under 35 
U.S.C. §103, In TB Adams- 148 U.S.P.Q. 742 (CPPA 1966) and Tn re SkolL 187 U.S.P.Q. 481, 
484 (CCPA 197S). Fuither, in Twin Disc Inc. v. United Sttftas. 10 Ch Ct. 713; 231 U.SJ.Q. 
417, 425 (CI. a. 1986), the Court stated: 

" it is now dear beyond cavil that it is not permissible to 
Bscertain fectually what (he inventors did and then view the prior 
art in such a matmer as to select fiom the random fects of that art 

10 



PAGE 13/16 * RCVD AT 3/1512006 3:59:43 PM [Eastern Standard Time] * 8VR:USPTO-EFXRF-2/5 * DNIS:2738300 * CSID:Gowlings Toronto DURATION (mm-ss):03-56 



Cowlings Toronto' 3/15/2006 3:59 PAGE 014/016 Fax Server 



> '.1- 

only those which may be modified and then utiUzed to reconstruct 
the cledmed invention." 

Citing Orthopedic Equipment Co» Inc. v. United States. 702 F,2d 1005, 1012; 
21 7 aS.P.Q. 1 93, 1 99 (Fed. Cir. 1 983), the Court in TwinEMsc firthcr stated that it is inconect 
to use (he patent in suit as a guide tbiougb the maze of prior ait refer e nces^ combining the right 
reforaces in the right way so as to achieve the result of the claims in suit. 

In the present situation* there is no reasonable suggestion in either Clifibrd or 
Dion to transition from the teaching of a ^'product" to a specific series of procefls steps to 
produce that product. For exaitq>le, it would be equally plausible from the teachings of Clifibrd 
or Dion to preshape each component of the composite layers of tiie product and simply adhm or 
otherwise secure the components together to make tiie final product Absent imp^iissible 
hindsight, there is no suggestion in Clifibrd or Dion to look specifically to the teachings of the 
two Japanese references or Onat for a process to produce those products. 

The secotid rejection of Claims 1-22 under 35 U.S.C §103Ca) is a repeat of the 
first rejection fiirther taken with United States patent 4,080,819 [Hook et al. (Hook)] or United 
States patent 4,225,553 [Hirota et aL (Hirota)]. This re|ection is traversed. Reconsideration is 
requested in light of the following rmaiks. 

Applicant believes ibis rejection will Ml if the Examiner is persuaded by the 
above arguments concerning the first rejection tuised under 35 U.S.C. §103(a). In fins regard, 
Aj^Iicant i^tes that the Examiner appears to rely on Hook and Hirota solely to be combined 
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with some or all of five other prior art refereaces to substantiate the reiection under 35 U.S.C. 
§ 103(a). 

On page 6 of the outstanding OfScial Action, the Examiner states his belief that 
Applicant "agrees with Ibe interpretation" of the Japanese "216 and Kcgima refbrenees. Tins is 
not true. The so-called ^Inteqiratation^* is found in a single sentence on page 4 of the Official 
Action dated November 25, 2003. Specifically, the Examiner states: '^more [sic] specifically, 
both suggested it was personally known to employ a die press to press a multi layer assembly 
and join the layeni together^. The Examiner then goes on to combine these prior art references 
with the teachings of ClifEbrd or Dion neither of which provide any sua yeations fbr a tiarticular 
method or operation to produce the products described therein. To fill in this gap, the Examiner 
relies on either of the two Japanese references or Onat referred to above. Clearly, this amounts 
to hindsight reconstruction of the claim process having prior art in hand. 

Applicant requests that the Examiner reconsider arid vnfhdraw the rejections 
under35U.S.C.§ 103(a), 

With regard to the rejection of Oaims 1-22 under 3S US.C. §112 (second 
paragraph), Applicant believes this rejection is moot in light of the amendment made to Claim 1 . 

In light of the above, reconsideration and allowance of the present application are 
respectfully requested. 
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Applicants* imderaigned agent may he reached by telephone at (416) 862-5775. 
All correapondeiQce should be directed to our below listed address. 



COWLING LAFLEUB HENDERSON LLP 
Suite 1600» 1 First Canadian Place 
Toronto, Ontario Canada M5X 1G5 
Facsimile: (416) 862-7661 



TORJAW\ 62612 IQM 
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Omar A, Nassif t 
Agent for ApplicW 
RegiBtiation No. 33,640 



Respectfully sul 
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